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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on 30 April 2001 . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-14 and 29-49 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) £3 Claim(s) 1-14 and 29-49 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 30 April 2001 is/are: a)D accepted or b)E3 objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) E3 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) |3 Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) £3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 1/29/2002 . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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DETAILED ACTION 



Election/Restrictions 

1 . Applicant's election with traverse of claims 1-14 and 29-49 received 27 October 2005 is 
acknowledged. The traversal is on the ground(s) that the two inventions are dependent. This is 
not found persuasive because Examiner believes that the restriction is proper since the 
subcombinations are distinct from each other and are shown to be separately usable. Invention I 
(Claims 1-14 and 29-49) has separate utility such as determining factors which are used to 
determine a value for a specific application based on a cost model. Invention I is classified in 
class 705 subclass 400. Invention II has separate utility such as manipulating data in order 
determine values which are specific to an organization. Invention II is classified in class 705, 
subclasses 1 . Examiner notes that it would be a serious burden to search both inventions given 
their separate status in the art as noted above. 

2. The requirement is still deemed proper and is therefore made FINAL. A complete reply 
to the final rejection must include cancellation of nonelected claims or other appropriate action 
(37 CFR 1.144) See MPEP § 821.01. 

3. Claims 15-28 withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the correspondence received 
27 October 2005. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
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currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 



Drawings 

4. The drawings filed on 30 April 2001 are acceptable subject to correction of the 
informalities indicated on the attached "Notice of Draftsperson's Patent Drawing Review," PTO- 
948. In order to avoid abandonment of this application, correction is required in reply to the 
Office action. The correction will not be held in abeyance. 



INFORMATION ON HOW TO EFFECT DRAWING CHANGES 



Replacement Drawing Sheets 

Drawing changes must be made by presenting replacement sheets which incorporate the desired 
changes and which comply with 37 CFR 1 .84. An explanation of the changes made must be 
presented either in the drawing amendments section, or remarks, section of the amendment 
paper. Each drawing sheet submitted after the filing date of an application must be labeled in the 
top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). A 
replacement sheet must include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of the amended 
drawing(s) must not be labeled as "amended." If the changes to the drawing figure(s) are not 
accepted by the examiner, applicant will be notified of any required corrective action in the next 
Office action. No further drawing submission will be required, unless applicant is notified. 

Identifying indicia, if provided, should include the title of the invention, inventor's name, and 
application number, or docket number (if any) if an application number has not been assigned to 
the application. If this information is provided, it must be placed on the front of each sheet and 
within the top margin. 
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Annotated Drawing Sheets 

A marked-up copy of any amended drawing figure, including annotations indicating the changes 
made, may be submitted or required by the examiner. The annotated drawing sheet(s) must be 
clearly labeled as "Annotated Sheet" and must be presented in the amendment or remarks section 
that explains the change(s) to the drawings. 



Timing of Corrections 

Applicant is required to submit acceptable corrected drawings within the time period set in the 
Office action. See 37 CFR 1.85(a). Failure to take corrective action within the set period will 
result in ABANDONMENT of the application. 

If corrected drawings are required in a Notice of Allowability (PTOL-37), the new drawings 
MUST be filed within the THREE MONTH shortened statutory period set for reply in the 
"Notice of Allowability." Extensions of time may NOT be obtained under the provisions of 37 
CFR 1.136 for filing the corrected drawings after the mailing of a Notice of Allowability. 



Claim Objections 

Claim 1 is objected to because of the following informalities: the recitation "a an" should be 
changed in line 1 5 of the claim to "an". Appropriate correction is required in the indicated claim 
and in any subsequent recitations. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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6. Claims 1, 29 and 38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Claims 1, 29 and 38 recite the limitation "The" in line 1 of claims 1, 29 and 38. There is 
insufficient antecedent basis for this limitation in the claim. 

As per Claim 1 , the recitation "highest optimized business value" is vague and indefinite. 
It is unclear to the Office how the Applicant is determining the "highest optimized business 
value" the business. Appropriate correction is required in the indicated claims and any 
subsequent recitations. 

Requirement for Information Under 37 C.F.R. §1.105 

8. Applicant and assignee of this application are required under 37 CFR 1 . 1 05 to provide 
the following information that the examiner has determined is reasonably necessary to the 
examination of this application. 

9. The information is required to identify publications embodying the disclosed subject 
matter of a method for determining the business value of an information technology application. 
The Examiner upon conducting a search for prior art, discovered three published documents 
titled "ITCentrix Special Report" (copy attached), "ITCentrix November 1999 Press Release" 
(copy attached), and "ZD Studios' New World Network Conference Series Addresses the 
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Changing Role Of The Data Center" (copy attached). The "ITCentrix Special Report" document 
discloses guidelines used in the determination of a business value from IT investments. The 
"ITCentrix November 1999 Press Release" discloses a software product called "2.0 of the SAN 
Value Tool" that was being sold as of November 1, 1999. The "ZD Studios' New World 
Network Conference Series. . ." document discloses a presentation in which the applicant was a 
presenter. In response to this requirement please provide any known publications, brochures, 
manuals and press releases that describe the "2.0 SAN Value Tool" software product, "ITCentrix 
Special Report" and the "ZD Studios' New World Network Conference Series..." presentation. 

10. The fee and certification requirement of 37 C.F.R. § 1.97 are waived for those documents 
submitted in reply to this requirement. This waiver extends only to those documents within the 
scope of this requirement under 37 C.F.R. § 1.105 that are included in the applicant's first 
complete communication responding to this requirement and any information disclosures beyond 
the scope of this requirement under 37 C.F.R. § 1.105 are subject to the fee and certification 
requirements of 37 C.F.R. § 1.97. 

11. In responding to those requirements that require copies of documents, where the 
document is a bound text or a single article over 50 pages, the requirement may be met by 
providing copies of those pages that provide the particular subject matter indicated in the 
requirement, or where such subject matter is not indicated, the subject matter found in 
applicant's disclosure. 
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12. The applicant is reminded that the reply to this requirement must be made with candor 
and good faith under 37 CFR 1.56. Where the applicant does not have or cannot readily obtain 
an item or required information, a statement that the item is unknown or cannot be readily 
obtained will be accepted as a complete response to the requirement for that item. 



13. This requirement is subject to the provisions of 37 C.F.R. § § 1.134, 1.135 and 1.136 and 
has a shortened statutory period of 2 months. EXTENSIONS OF THIS TIME PERIOD MAY 
BE GRANTED UNDER 37 CFR 1.136(a). 



Double Patenting 

14. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined application 
claim is either anticipated by, or would have been obvious over, the reference claim(s). See, e.g., 
In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re 
Van Oraum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

15. Claims 1-14 and 29-49 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-14 and 27-30 of 
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copending Application No. 10/053304. Although the conflicting claims are not identical, they 
are not patentably distinct from each other. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim 1 of U.S. Application No. 10/053304 recites: 

determining a user value contribution of said application as an internal user cost 
and an external user cost; 

determining a breakout of said total IT budget by assigning a number of select 
cost categories therefrom and for each such cost category determining a total 
budget value; 

determining a breakout of staffing costs and resources by deriving a select 

number of staff function costs and combining said function designated costs to 

provide an IT budget corresponding with said total IT budget; 

determining a total value for said application by deriving an uplift factor for said 

application, determining a base application value with respect to said internal 

user cost and then deriving the product of said base application value and said 

uplift factor and combining said product with said external user cost; 

determining an unavailability value for said application; 

determining a potential total loss value for said application; 

determining an inflexibility value for said application; and 

determining said net value as said total value for said application less said total 

IT budget, said internal user cost, said potential total loss, and said inflexibility. 
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Claim 1 of U.S. Application No. 10/053304 differs since it further recites additional limitations 
including determining a breakout of said total IT budget by assigning a number of select cost 
categories therefrom and for each such cost category determining a total budget value. However, 
it would have been obvious to one of ordinary skill in the art at the time of applicant's invention 
to modify claim 1 of U.S. Application No. 10/053304 by removing the limitations directed to 
assigning a number of select cost categories resulting generally in the claims of the present 
application since the claims of the present application and the claim recited in U.S. Application 
No. 10/053304 actually perform a similar function. It is well settled that the omission of an 
element and its function is an obvious expedient if the remaining elements perform the same 
function as before. In re Karlson, 136 USPQ 184 (CCPA 1963). Also note Ex parte Rainu, 168 
USPQ 375 obvious to one of ordinary skill in the art. 



Claim Rejections - 35 USC § 101 

16. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-14 and 29-49 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

As per Claims 1-14 and 29-49, these claims recite a series of steps and are considered for 
the purpose of analysis under 35 U.S.C. 101 as reciting a series of steps. The claims do not 
recite an pre- or post-computer activity but merely perform a series of steps of deriving, 
uplifting, increasing and modifying a value for an application, and is directed to non-statutory 
subject matter. A process is statutory if it requires physical acts to be performed outside of the 
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computer independent of and following the steps performed by a programmed computer, where 
those acts involve the manipulation of tangible physical objects and result in the object having a 
different physical attribute or structure (Diamond v. Diehr, 450 U.S. at 187, 209 USPQ at 8). 
Further, the claims merely manipulate an abstract idea (deriving, uplifting, increasing and 
modifying data) or perform a purely mathematical algorithm without limitation to any practical 
application. A process which merely manipulates an abstract idea or performs a purely 
mathematical algorithm is non-statutory despite the fact that it might have some inherent 
usefulness (Sakar, 558 F.2d at 1335,200 USPQ at 139). 

Furthermore, in determining whether the claimed subject matter is statutory under 35 
U.S.C. 101, a practical application test should be conducted to determine whether a "useful, 
concrete and tangible result" is accomplished. See AT&T Corp. v. Excel Communications, Inc., 
172 F.3d 1352, 1359-60, 50 USPQ2d 1447, 1452-53 (Fed. Cir. 1999); State Street Bank & Trust 
Co. v. Signature Financial Group, Inc., 149 F.3d 1368, 1373, 47 USPQ2d 1596, 1600 (Fed. Cir. 
1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101, is in the "useful arts" 
when it is a machine, manufacture, process or composition of matter, which produces a concrete, 
tangible, and useful result. The fundamental test for patent eligibility is thus to determine 
whether the claimed invention produces a "use, concrete and tangible result". The test for 
practical application as applied by the examiner involves the determination of the following 
factors" 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner look at 
the claimed invention as a whole and compare any asserted utility with the claimed 
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invention to determine whether the asserted utility is accomplished. Applying utility case 
law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be inferred. 

ii. if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 (Fed. Cir. 
1994), the examiner will determine whether there is simply a mathematical construct 
claimed, such as a disembodied data structure and method of making it. If so, the claim 
involves no more than a manipulation of an abstract idea and therefore, is nonstatutory 
under 35 U.S.C. 101. In Warmerdam the abstract idea of a data structure became capable 
of producing a useful result when it was fixed in a tangible medium, which enabled its 
functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a "concrete" 
result. Usually, this question arises when a result cannot be assured. An appropriate 
rejection under 35 U.S.C. 101 should be accompanied by a lack of enablement rejection, 
because the invention cannot operate as intended without undue experimentation. 



The claims, as currently recited, appear to be directed to nothing more than a series of 
steps including deriving, uplifting, increasing and modifying data without any useful, concrete 
and tangible result and are therefore deemed to be non-statutory. While these numbers may be 
concrete and/or tangible, there does not appear to be any useful result. 



Application/Control Number: 09/845,539 
Art Unit: 3639 



Page 12 



Claim Rejections - 35 USC § 103 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made, 

18. Claims 1-14 and 29-49 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
"A graphical method for assessing knowledge-based systems investments" hereinafter referred to 
as "Graphical Method". 

As per Claims 1-14 and 29-49 , Graphical Method discloses a method for determining an 
organization specific value of an information technology (knowledge-based system) in a system 
having computer-based infrastructure, user and computer support, as a consequence of an applied 
variation to that system comprising the steps of: 

- deriving a base application value corresponding with the cost of an application use 
cost construct (Pages 2-4); 

- deriving a business experience based coefficient for said cost construct, said 
coefficient representing the relative productivity contribution represented by said cost 
construct to said application (Pages 2-4); 

- uplifting said base application value to provide an actual application value for said 
application by generating the product of the value of said cost construct and said 
business experience based coefficient (Pages 2-4); 
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- increasing said actual application value (Pages 2-4) 
Graphical Method fails to disclose a method for modifying maximum said business value of said 
application in correspondence with a derived operational cost of said application in 
correspondence with a derived operational cost of said application to derive the net business 
value of said application as said organization specific value. However, Graphical Method 
teaches the value of an application being determining on perceived costs (Pages 2-4). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time of applicant's invention 
to modify the method of Graphical Method and include modifying the business value of an 
application corresponding to a derived operational cost, because it greatly improves the accuracy 
of the valuation process if all determinants are considered in order to determine an accurate 
value. 



Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested that the applicant, in preparing the responses, fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 



Application/Control Number: 09/845,539 Page 14 

Art Unit: 3639 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fadey S. Jabr whose telephone number is (571) 272-1516. The 
examiner can normally be reached on Mon. - Fri. 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Fadey S Jabr 
Examiner 
Art Unit 3639 

FSJ 
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Please address mail to be delivered by the United States Postal Service (USPS) as 
follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-1516 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service Window, Randolph Building, 401 
Dulany Street, Alexandria, VA 22314 



SUP 1 




n N W.HAYES * 
HY RKTENT EXAMINER 



